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DETAILED ACTION 
Status of Action 

The Examiner acknowledges receipt of application number 10/531,830 filed on 
04/18/2005. Claims 1-10 are presented for examination on the merits for patentability. 

Status of Claims 

Accordingly, claims 1-10 are presented for examination on the merits for patentability. 

Claim Rejections - 35 USC § 112 second paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter, which the applicant regards as his invention. 

Claims 1-7 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(1) Claims 1-7 provide for the use of a compound of formula (I), or a salt thereof, for 
increasing the weed control of one or more aryloxyphenoxypropionate herbicides (A) as recited 
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therein; but, since the claim does not set forth any steps involved in the method/process, it is 
unclear what method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. See MPEP 2173.05(q). 

Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). See MPEP 2173.05(q). 

(2) Claim 10 is rejected 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 10 improperly dependent on itself, thus rendering the claim indefinite. 

Notes to the Applicant 

It is noted to the Applicant that, for examination purpose, the examiner interprets claims 
1-7, which have been rejected under 35 U.S.C. 112/101 set forth above, as a combination 
containing a compound of recited formula (I) and a recited aryloxyphenoxypropionate herbicide 
(A) for the following rejections. 

Furthermore, for examination purpose, the examiner interprets claim 10, which has been 
rejected under 35 U.S.C. 112 second paragraph set forth above for being indefinite due to 
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Furthermore, for examination purpose, the examiner interprets claim 10, which has been 
rejected under 35 U.S.C. 112 second paragraph set forth above for being indefinite due to 
improperly dependent on itself, as the dependent claim depended from claim 1 instead of claim 
10 for the following rejections. 

Claim Rejection - 35 U.S.C § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102(b) that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-7 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Heinrich et al. (U. S. Patent No. 5,733,847). 

Applicants claim a herbicidal combination containing a compound of recited formula (I) 
(or named as compound B) and an aryloxyphenoxypropionate compound (A) as the herbicide, 
wherein the structure of formula (I), which R 1 = halogen, R 2 = C1-C6 alkyl, R 3 = Cj-C6 alkyl, R 4 
= C1-C12 alkyl, and n = an integer from 1 to 3, for example, is as below: 
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Heinrich et al. disclose a herbicidal composition comprising an active herbicide from the 
class of benzoxazolyloxyphenoxy carboxylic acid derivatives (column 2, line 40-43). Heinrich 
et al. also disclose that the active herbicide, i.e. fenoxaprop-ethyl or fenxaprop-P-ethyl can be 
combined with crop-protecting agents, i.e. safeners, to give finished formulations that optimizing 
the spectrum of the herbicidal action (column 1, line 22-29 and column 6, Examples 1-5). 

With respect to claims 1-4, 7 and 10, Heinrich et al. specifically disclose the herbicidal 
composition comprising ethyl l-(2, 4-dichlorophenyl)-5-ethoxycarbonyl-5-methylpyrazoline-3- 
carboxylate as the safener (see structure below) and fenoxaprop-P-ethyl as the active herbicide 
(column 6, Examples 3-5): 



1 } 
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OEt 



It is noted that the substituent of ethyl l-(2, 4-dichlorophenyl)-5-ethoxycarbonyl-5- 
methylpyrazoline-3-carboxylate disclose in Heinrich et al. corresponds to the substituent in the 
instant claims as follows: 



With respect to claim 5, it is also noted that the crop-protecting safener ethyl l-(2, 4- 
dichlorophenyl)-5-ethoxycarbonyl-5-methylpyrazoline-3-carboxylate discloses in Heinrich et al. 
is also known as mefenpyr-diethyl or diethyl (RS)-\-(2, 4-dichlorophenyl)-5-methyl-2- 
pyrazoline-3, 5-dicarboxylate, or diethyl 1 -(2 5 4-dichlorophenyl)-4,5-dihydro-5-methyl-l//- 
pyrazole-3 5 5-dicarboxylate. Therefore, instant claim 5 is anticipated. 



Substituent (instant claims) 




Substituent (Heinrich et al.) 
2-C1 and 4-C1 



n 



ethyl 
methyl 
ethyl 
2 
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With respect to claim 6, Heinrich et al. farther disclose that the combination comprises 
fenoxaprop-P-ethyl (herbicide compound A) and ethyl l-(2, 4-dichlorophenyl)-5- 
ethoxycarbonyl-5-methylpyrazoline-3-carboxylate (safener compound B) in a weight ratio of 2:1 
based on the % weight present in the combination (column 6, Examples 3-5). Therefore, instant 
claim 6 is anticipated. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Rosch et al. 
(U. S. Patent No. 5,700,758). 

Applicants claim a herbicidal combination containing a compound of recited formula (I) 
(or named as compound B) and an aryloxyphenoxypropionate compound (A) as the herbicide, 
wherein the structure of formula (I) has been set forth above as: 

R 1 = halogen or C1-C4 haloalkyl; 

R 2 - hydrogen, (C,-C 6 )-alkyl, (Ci-C 4 )-alkoxyl-(CrC 4 )-alkyl, (C 3 -C 6 )-cycloalkyl, tri(C,- 

C 4 )-alkyl silyl or tri(d-C 4 )-alkyl silylmethyl; 
R 3 = hydrogen, (C,-C 6 )-alkyl, (Ci-C 6 )-haloalkyl, (C 2 -C 6 )-alkenyl, (C 2 -C 6 )-alkynyl or 

(C 3 -C 6 )-cycloalkyl; 
R 4 = hydrogen or (C 1 -C 1 2 )-alkyl ; and 
n = an integer from 1 to 3. 

Rosch et al. disclose a compound of formula (I) that has the property of reducing or 
completely preventing phytotoxic secondary effects of herbicides when used in crops of useful 
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plants and a method of protecting crop plants against phytotoxic secondary effects of herbicides 
comprising treating the plants, seeds of the plants or areas under cultivation with mixture of a 
compound of the formula (I) and the herbicide before, after or simultaneously (column 3, line 
48-61). 

With respect to claims 1, 4 and 7, Rosch et al. disclose that the structure of compound 
of formula (I) as below: 




wherein the substituent present in compound of formula (I), by Rosch et al., corresponds to the 
substituent present in the instant claims as follows: 



Substituent (instant claims) 
R 1 
R 2 
R 3 
C0 2 R 4 



Substituent CRosch et al.) 
X 
R 1 
R 2 or R 3 
R 2 or R 3 
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Rosch et al. disclose that the substituent X = radicals independently of one another are 
halogen or C1-C4 haloalkyl; R 1 = Ci-C 6 -alkyl, C 3 -C 6 cycloalkyl, tri(Ci-C 4 alkyl)silyl, trimethyl- 
silylmethyl or Ci-C6-alkoxy-Ci-C6-alkyl; R 2 and R 3 are independently hydrogen, C1-C6 alkyl, 
C2-C6-alkenyl ? C2-C6-alkynyl, C3-C6-cycloalkyl, Ci-C6-haloalkyl and C1-C12 alkyl, and n = 1 to 3 
(column 16, claim 1; column 19, claim 18 and column 20, claims 24-25). More specifically, 
(X) n = 2, 4-dichloro group, R = ethyl group, R = methyl group and R = ethoxycarbonyl group 
(column 20, claim 28). Therefore, instant claims 1, 4 and 7 are anticipated. 

With respect to claims 2, 3 and 10, Rosch et al. also disclose that the herbicidal 
combination for protecting crop plants against phytotoxic effects of herbicides, wherein the 
herbicide is fenoxaprop-ethyl or fenoxaprop-P-ethyl in combination with the compound of 
formula (I) (column 17, claims 10 and 14). Therefore, instant claims 2, 3 and 10 are anticipated. 

With respect to claim 5, it is also noted that the crop-protecting safener ethyl l-(2, 4- 
dichlorophenyl)-5-ethoxycarbonyl-5-methylpyrazoline-3-carboxylate discloses in Heinrich et al. 
is also known as mefenpyr-diethyl or diethyl (RS)-\-(2, 4-dichlorophenyl)-5-methyl-2- 
pyrazoline-3 , 5-dicarboxylate, or diethyl 1 -(2,4-dichlorophenyl)-4,5-dihydro-5-methyl- 1 H- 
pyrazole-3, 5-dicarboxylate. Therefore, instant claim 5 is anticipated. 

With respect to claim 6, Rosch et al. also disclose that the combination of herbicide to 
safener present in a molar ratio between 10:1 and 1:10 (column 17, claim 7). Therefore, instant 
claim 6 is anticipated 

With respect to claim 8, Rosch et al. disclose that applying the mixture of a herbicide, 
i.e. fenoxaprop-ethyl, and a safener, i.e. compound of formula (I), to crop plants reduce the crops 
damage, thus the mixture is suitable in an advantageous manner for the selective weed control of 
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crops, i.e. cereal crops (Example 1: column 11, line 66-67 d column 12, line 53). Therefore, 
instant claim 8 is anticipated 

With respect to claim 9, Rosch et al. disclose the use of different herbicidal combination 
containing compound of formula (I), i.e. the structure with (X) n = 2, 4-dichloro, R , R and R = 
ethyl, which is not mefenpyr-diethyl, in conjunction with the herbicide fenoxaprop-ethyl, which 
is different than fenoxaprop-P-ethyl (column 10, Table 1: Example 6; column 12, Table 2: see 
Example (H + 6) wherein H represents fenoxaprop-ethyl and 6 represents safener Example No. 6 
in Table 1). Therefore, instant claim 9 is anticipated. 



Conclusion 

No claims are allowed. 

Contact Information 

Any inquiry concerning this communication from the Examiner should direct to Helen 
Mei-Ping Chui whose telephone number is 571-272-9078. The examiner can normally be 
reached on Monday-Friday (7:30 am - 5:00 pm). If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor Johann Richter can be reached on 571-272-0646. 
The fax phone number for the organization where the application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system; Status information for published applications 
may be obtained from either PRIVATE PAIR or PUBLIC PAIR. Status information for 
unpublished applications is available through PRIVATE PAIR only. For more information about 
the PAIR system, see http ://pair-direct . uspto . gov . Should you have questions on access to the 
PRIVATE PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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